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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1-12 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being incomplete for omitting essential elements, such omission amounting to a gap 
between the elements. See MPEP § 2172.01. The omitted elements are: the 
controller. The recitation of "determines a leak rate.. .by subtracting" is interpreted as a 
functional limitation of the apparatus (and not a mere intended use devoid of patentable 
weight). As a functional limitation in a claim directed to an apparatus, some claimed 
structure must exist for performing such function. Neither the flow meter, conduit, nor 
bleed orifice are disclosed to perform a calculation function. The calculation function is 
disclosed to be calculated by a controller; see page 10, lines 28-30 of applicant's 
specification. This controller, which appears as a limitation in claim 10, must appear in 
claim 1 in order to "particularly point out" applicant's invention. Furthermore, any further 
reference in later claims, such as claim 10, should recognize proper antecedent basis 
when identifying the controller. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter, as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1,2, 4-7, 10-12, 14-16, 18-20, and 22 are rejected under 35 U.S.C. 

103(a) as being unpatentable over Docy (US 6,298,712) in view of 

Wickham (US 3,948,083). Docy teaches an apparatus and method for 

performing leak testing of an article with the apparatus, comprising 

pressurized air source [12], accumulator [1 6], flow meter [1 8], conduit 

(pipe from [36] to [26]), bleed orifice [22], regulator [14], valve [24], 

microprocessor controller [50] which compares the leak rate through test 

part and reference orifice to the leak rate only through the reference orifice 

to determine whether the test part has an acceptably low leak level 

(column 4 lines 60-67; Figure 3); the method further comprises use of the 

valve to divert flow to make the above described measurement, and 

comparison of the determined leak rate (ratio) to an acceptable value. 

Note that measurement of pressure of escaping gas over a specified time 

period is a measurement of the flow rate of the gas. See entire document, 

especially column 3 line 45 through column 5 line 10. 

Docy teaches the claimed invention except for the use of a flow meter in 

the flow path of the flow of the pressurized fluid. Docy utilizes a pressure meter 
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having an opening in the flow path of the flow of the pressurized fluid; however, 
the claim language, as interpreted by the specification, requires that the flow 
pass through the flow meter (see applicant's specification page 7 lines 10-1 1 and 
page 8 line 19). 

Wickham teaches the equivalence of in-line flow meters and pressure 
gauge/port meters for leak sensing of a test device [5] using a reference orifice 
[32] that may have undergone pre-testing calibration (measurement of the flow 
rate through that orifice); see abstract, column 3 lines 53-56, column 4 lines 26- 
31, and column 5 lines 19-20. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use a flow meter as taught 
by Wickham in the invention taught by Docy to replace the pressure sensor, 
since Wickham teaches that the flow meter has advantageous application in the 
leak sensing art in place of a pressure sensor. 

With respect to claims 1 1 and 19, the claims are taught except for the 
particular leak magnitude range. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use the claimed 
range, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves 
only routine skill in the art. In re Allen 105 USPQ 233. 

2. Claims 8, 9, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Docy (US 6,298,712) in view of Wickham (US 



Application/Control Number: 10/817,610 Page 5 

Art Unit: 2855 

3,948,083) as applied to claims 1 and 16, further in view of Lindeberg (US 
3,818,752). Docy teaches the claimed invention except the use of two 
flow meters. Lindeberg teaches the use of two or more flow meters 
connected in parallel for use in a leak testing device; see column 2 lines 
47-52. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to use two or more flow meters 
connected in parallel as taught by Lindeberg in the invention taught by 
Docy, since Lindeberg teaches that such provides exact indication of the 
magnitude of any leakage (increased detection range); see column 2 lines 
46-53. As Lindeberg teaches the use of flow meters based upon the 
desired flow rates to be sensed, it would have been obvious to use a flow 
meter having a mid-range point near that of a reference orifice leak, since 
it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

3. Claims 3 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Docy (US 6,298,712) in view of Wickham (US 
3,948,083) as applied to claims 2 and 20, further in view of Ledeen (US 
5,708,193). Docy teaches the claimed invention except for the use of a 
pressure regulator having a variable orifice size. Ledeen teaches the use 
of a pressure regulator having a variable orifice size for use in a leak test 
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system having an accumulator; see Figure 5 and column 7 lines 21-60. It 
would have been obvious to one having ordinary skill in the art at the time 
the invention was made to use a pressure regulator having a variable 
orifice size as taught by Ledeen in the invention taught by Docy to charge 
the accumulator, since Ledeen teaches such use as advantageous in 
properly and quickly charging an accumulator for pressure leak test 
systems. 

4. Claims 23, 25, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Docy (US 6,298,712) in view of Wickham (US 
3,948,083) as applied to claim 14, further in view of Macpherson (US 
1 005/0036232 A1 ). Docy teaches the claimed invention except for the 
use of a data storage device as the tested unit. Macpherson teaches the 
use of a data storage device as a test unit for a leak test, where the flow is 
connected to a "separate test port" during leak testing, and where the 
inside of the unit is sealed except for a filter unit during operation following 
leak testing (therefore requiring that the "separate test port" be sealed 
following leak testing); see paragraphs 0009-001 1 and 0033. It would 
have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a data storage device as taught by 
Macpherson in the invention taught by Docy to form the tested unit, since 
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Macpherson teaches the necessity of leak testing disc drives (paragraph 
0033). 



Response to Arguments 

Applicant's arguments filed 20 December 2006 have been fully considered but 
they are moot in view of the new grounds of rejection. 

5. With respect to the rejection based upon Docy in view of Wickham, 
applicant argues that placing a flow meter in a position formerly held by a 
pressure transducer would not result in a flow that, minus the bleed orifice 
flow, is "a" leak rate for the device. Wickham teaches the use of a flow 
meter that is placed relative to two orifices such that the meter subtracts 
the bleed orifice selected removal rate from the determined flow rate 
through the test device to provide a leak rate for the device. See, e.g., 
abstract and column 5 lines 1-20. The use of flow sensors as alternatives 
for pressure sensors in the measurement of leakage flow is disclosed by 
Wickham, and admitted to be known in the prior art from applicant's 
specification at page 1 lines 18-26. 

6. With respect to the applicant's concerns over the range in the rejection 
based upon Docy (here, in view of Wickham) in view of Lindeberg, 
applicant's point that an artisan might not be motivated to choose a mid- 
range value is well taken; particularly in light of the application's claim of 
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advantageous results on page 9, lines 4-6. However, applicant's 
specification further mentions that some flow meters "have been found to 
be generally more accurate in the mid-range;" page 9, lines 6-8. This 
appears to indicate. that one having ordinary skill would be familiar with the 
advantages of mid-range operation. Certainly, most persons of art would 
understand that operating a device within its operational range would be 
advisable, and that operation within the mid-range would advantageously 
ensure proper device function. Furthermore, applicants indicate that the 
mid-range operation flows naturally from the use of the bleed orifice; page 
9, lines 1-4 of applicants' specification. Also, regarding applicants' 
argument that Lindberg's range is "significantly less precise" than the 
claims, the term "mid-range" is not defined with any precision in the 
specification. 

With respect to applicant's argument (based upon Antonie) that the 
art must recognize the variable as result-effective, applicant's statement in 
the specification that some flow meters "have been found to be generally 
more accurate in the mid-range;" page 9, lines 6-8, is a showing that 
applicant recognizes that the art recognizes the variable as result- 
effective. 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Cygan whose telephone number is (571) 272- 
2175. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Lefkowitz can be reached on 571-272-2180. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



